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DETAILED ACTION 

1. This action is responsive to the amendment filed September 07, 2004. 

2. Claims 1-42 are pending. 

Response to Amendments 

3. Per Applicant's request, claims 6, 8, 9, 13, 16, 17, 18, 19, 20, 22, 23, 27, 29, 30, 
31, 32, 33, 34, 35, 36, 37, 40 and 41 have been amended. 

4. The objection to the drawings is withdrawn in view of Applicant's amendments 
to the drawings. 

5. The objection to the specification is withdrawn in view of Applicant's 
amendment to the specification. 

6. The objection to the claims is withdrawn in view of Applicant's amendments to, 
the claims to correct some identified informalities. 

7. The rejection of claims 6, 8, 13, 20, 22, 27, 29, 34, 36 and 41 under 35 U.S.C § 
112, second paragraph is withdrawn in view of Applicant's amendments to these 
claims to correct some identified lack of proper antecedent basis and to clarify the 
statutory subject matter of claim 29. 

8. The rejection of claim 29 under 35 U.S.C. § 101 is withdrawn in view of 
Applicant's amendments to this claim so it is now directed to statutory subject matter. 



Response to Arguments 

9. Applicant's arguments filed September 07, 2004 have been fully considered but 
they are not persuasive. Following is the Examiner's response to Applicant's 
arguments. 
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Claims 1, 15 and 29 
Limitation (a): 

Applicant's arguments : 

The cited item 110 is a flowmark definition language and is not a workflow 
class, the cited item 144 is front end processor and is not a workflow class. 
Should the Examiner maintain the rejection of the claims, the Examiner is 
requested to indicate which item is the workflow class in the cited BodeiL 

Examiner's response : 

The Examiner notes the following: 

a workflow is a sequence of activities that must be 
completed to accomplish a task In a workflow process, the 
following are defined: how work is to progress from one activity 
to the next, which persons are to be performed activities and what 
programs they are to use and whether any other processes are 
nested in the process (Boden 12:19-35). 

a class, in object-oriented programming, is a prescription 
for a particular kind of object. One can use the class definition 
(data members and methods) to create objects of that class type, 
that is, to create objects that incorporate all the components 
specified as belonging to that class (Ivor Horton, Beginning 
Java™ 2, What is a class?, Chapter 5). 

In view of these remarks, the Examiner considers that 
Boden's FDL statement 110, which is a description of a workflow 
process (14:51-59), which is an OOP class because IBM 
FlowMark™ is a product based on OOP technology (See Byte 
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article page 4 of 8) does anticipate Applicant's workflow class 
recited in limitation (a). 

Limitation (b): 

Applicant's arguments : 

The cited Boden discusses a worklist, but nowhere is there any requirement 
of a worklist class as required by the claims. Should the Examiner maintain 
the rejection of the claims, the Examiner is requested to indicate which item 
is the worklist class in the cited Boden, and/ or in which lines of the cited 
Boden the worklist class of the claim requirement is discussed. 
Examiner's response : 

The Examiner notes that the cited item 149 of Figure 8 refers to a 
a workflow process management framework class library (14:51 - 17:14). 
The function of item 149, which is a modeler is to build a language 
independent and system independent representation of a workflow 
process model. A process workflow model has to contain worklist 
components without which the model would not be a workflow model. 
Since modeler 149 is object-oriented (SOM process objects, 14:64-65), 
worMist has to be designed as a class in order to be processed by the 
modeler 149 (e.g., 16:1-7; the worMist is interpreted to equate to a 
process object). Furthermore, it is well known in the art of object- 
oriented programming (OOP) that every object in an OOP language has 
a corresponding class definition somewhere for objects of that type. 
Therefore, the Examiner maintains that the claimed elements "worklist" 
and "class" are anticipated by Boden. 
Limitation (c): 
Applicant's arguments : 
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Therefore item 148, is a backend, and items 116, 188, and item 152 are 
various outputs in a description language, and nowhere do these items or the related 
description in the cited Boden, teach or disclose the claim requirement of providing 
a work item class implementing methods and objects to provide information on and 
manipulate work items when executing one workflow. Should the Examiner 
maintain the rejection of the claims, the Examiner is requested to indicate which 
item is the work item class in the cited Boden, and/ or in which lines of the cited 
Boden the work item class of the claim requirement is discussed. 
Examiner' response : 

Applicant is directed to Boden 15:32-53 where it is shown that 
backend 148 builds pages from the same data in modeler 149 and thus 
drives the modeler to give it the information required to build the 
desired output pages. One of the information required is the work item 
which is interpreted to be equated to the activity object that is part of a 
process object (16:15-19). Therefore, in view of this interpretation of the 
claimed "work item" and that of the claimed "class" elements discussed 
above, the Examiner maintains that Boden anticipates the claimed 
elements "work item "and" class. 
Claims 2-14, 16-28 and 30-42 
Applicant's arguments : 

Applicants submit that these claims are patentable over the cited art because 
they depend from claims 1, 15, or 29 which are patentable over the cited art for the 
reason discussed above, and because the combination of the limitations in the 
dependent claims 2-14, 16-28 and 30-42 and the base and intervening claims from 
which they depend provide further grounds of distinction over the cited art. 

If the Examiner maintains the rejection of the dependent claims Applicants 
respectfully request that the Examiner cite to specific sections of the cited references 
that disclose the dependent claim requirements as nearly as practical See, 37 QFR 
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1.104(c)(2) ("When a reference is complex or shows or describes inventions other 
than claimed by the applicant, the particular part relied on must be designated as 
nearly as practicable"); MPEP Rev. 2, May 2004, 707, pg. 700-104. 
Examiner's response : 

In view of the Examiner's response to Applicant's arguments 
regarding the patentability of claims 1, 15 and 29, the Examiner 
maintains that claims 2-14, 16-28 and 30-42 are not patentable because 
Boden anticipates the incorporated features from independent claims 1, 
15 and 29. 

Regarding the patentability of the additional features recited in 
claims 2-14, 16-28 and 30-42, the Examiner maintains that his response 
given above in conjunction with the rejection of claims 1, 15, 21 would 
now give context to the reasons why the Examiner cited elements of 
Figure 8 and their associated text in Boden to support a rejection of the 
features recited in claims 2-14, 16-28 and 30-42 as being anticipated by 
Boden. For example, the limitation "calling methods in the workflow 
class to begin and terminate an instance of one workflow comprising 
nodes" recited in claim 2 is found to read on Boden's modeler calls 220, 
224, 226 (15:14-39; 16:1-32). 
In view of the foregoing discussion, the rejection of claims 1-42 under 35 

U.S.C. § 102(b) as being anticipated by Boden is maintained and repeated herein for 

Applicant's convenience. 



Claim Rejections - 35 USC § 101 
10. 35 U.S.C 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

11. Claims 15-27 are rejected under 35 U.S.C § 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claim 15 merely recites a system for executing a workflow comprising means 
for providing workflow class, work list class and work item class. These means are 
merely software means, i.e., computer programs per se. Such claimed matter, which is 
descriptive material perse, non-functional descriptive material is not statutory because 
it is not a physical "thing" nor a statutory process as there are not "acts" being 
performed. Such claimed computer programs do not define any structural and 
functional interrelationships between the computer program and other claimed 
aspects of the invention which permit the computer's program's functionality to be 
realized. Since a computer program is merely a set of instructions capable of being 
executed by a computer, the program itself is not a process, without the computer- 
readable medium needed to realize the computer's functionality. In contrast, a 
claimed computer- readable medium encoded with a computer program defines 
structural and functional interrelationships between the computer program and the 
medium which permit the computer program's functionality to be realized, and is thus 
mandatory. Warrmtkn% 33 F.d at 1361, 31 USPQ 2d at 1760. InreSarkar, 588 R2d 
1330, 1333, 200 USPQ 132, 137 (CCPA 1978). See MPEP § 2106 (IV) (B)(1) (a). 

On this basis, claim 15 is rejected under 35 U.S.C. § 101. 

Claims 16-27, which depend from claim 15, are also rejected under 35 U.S.C. § 
101 for the same reasons. 
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Claim Rejections - 35 U.S.C. § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C 

§ 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

13. Claims 1-42 are rejected under 35 U.S.C § 102(b) as being anticipated by U.S. 
Patent No. 5,930,512 to Boden et al. ("Boden"). 

Claims 1, 15 and 29 

Boden discloses at least: 

prcniding a workflow diss inf fomenting methods and objects to proaide vrformakn 
mardcnntydcf workflow (see at least Figure 8, items 110, 144; and related discussion in 
the specification); 

proudinga work list doss implementing rmhods and objects topraudeirfomtaion 
on and rmmpukte work item assigped to doe workflow (see at least Figure 5, item 412; 
Figure 8, item 149; and related discussion in the specification); and 

pmddmga work item doss implementing methods and objects topruude irfomntion 
on and manipulate work iterrs vhen executing one workflow (see at least Figure 8, items 148, 
116, 188, 152; and related discussion in the specification). 

Claims 2, 16 and 30 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses 
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calling methods inthe workflowdass to be^ and termimte an instance of one workflow 
conprising nodes (see at least Figure 8, items 220-248, 149, 250-268; Figure 12; and 
related discussion in the specification; 9:54-57); 

cdling methods in the work list doss to obtain information on the work item and nodes in 
one workflow(see at least Figure 8, items 220-248, 149, 250-268; Figure 12; and related 
discussion in the specification; 9:54-57); and 

calling the methods in the work itemdass to enable a user toperformactions associated wth 
one work itemin one workflow, wherein at least one work item is associated with each node in the 
workflow (see at least Figure 8, items 220-248, 149, 250-268; Figure 12; and related 
discussion in the specification; 9:54-57). 

Claims 3, 17 and 31 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses: 

calling one method in the work list doss to determine nodes and associated work 
items in the workfhwto process (see at least Figure 8, items 220-248, 149, 250-268; Figure 
12; and related discussion in the specification; 9:54-57); 

calling one method in the work itemdass to lock the work itemwbenpmudinga 
user access to workflow actions and documents associated with the work item (see at least Figure 
8, items 220-248, 149, 250-268; Figure 12; and related discussion in the specification; 
9:54-57); and 

calling one method in the work itemdass to unlock the work itemafter the user 
has oonpletedaU actions associated wth the work item (see at least Figure 8, items 220-248, 
149, 250-268; Figure 12; and related discussion in the specification; 9:54-57). 



Claims 4, 18 and 32 
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The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses: 

pmiickngamjrkjkfw mduding methods and objects topwvdeirfcmutim 

mrutifimtiom 

associated wth cm work item is mi performed in a specified time period (see at least Figure 8, 
items 220-248, 149, 250-268; Figure 12; and related discussion in the specification; 
9:54-57); and 

odling methods m the wrkfl&wmtfiaition doss to obtain irfornution on one 
mtfimtim ardent mtfiattion (see at least Figure 8, items 220-248, 149, 

250-268; Figure 12; and related discussion in the specification; 9:54-57). 

Claims 5, 19 and 33 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses: 

pyviidingawxkfl^ irforrrtttionon 
workflow associated wth one workflow seruce (see at least Figure 8, items 220-248, 149, 250- 
268; Figure 12; and related discussion in the specification; 9:54-57); and 

Gdlirigonernsthodmthew associated 
wth one workflowserrice (see at least Figure 8, items 220-248, 149, 250-268; Figure 12; 
and related discussion in the specification; 9:54-57). 

Claims 6, 20 and 34 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses: 

prxnidinga container doss inducting methods and objects toproudeirform 
containers prouded for workflow, wherein the container comprises an object that is wed to transfer 
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irfomution among nodes by enabling tsers to readand write data to the aontainer (see at least 
Figure 8, items 220-248, 149, 250-268; Figure 12; and related discussion in the 
specification; 9:54-57); and 

calling the methods in the container doss to read and wiXe data tothecontawerforat least 
one user of one work item(see at least Figure 8, items 220-248, 149, 250-268; Figure 12; 
and related discussion in the specification; 9:54-57). 

Claims 7, 21 and 35 

The rejection of claims 1, 15 and 29 and intervening claims 6, 20 and 34 
respectively is incorporated. Boden further discloses: 

adling methods in the work item doss to make one container associated wthonework item 
avtilabktooneidsercfonewyrk item(ste at least Figure 8, items 220-248, 149, 250-268; 
Figure 12; and related discussion in the specification; 9:54-57); and 

cdling one method in the work item doss to enable one user of one work item at a next 
node in the workflow aooess to the container (see at least Figure 8, items 220-248, 149, 250- 
268; Figure 12; and related discussion in the specification; 9:54-57). 

Claims 8, 22 and 36 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses: 

instaritmtinga workflow object maintaining irfomution on one workflow 
Tjzhetein the methods of the workflow doss obtain information and control the workflow 
through mriables in the workflow object representing the workflow '(see at least Figure 8, items 
220-248, 149, 250-268; Figure 12; and related discussion in the specification; 9:54-57); 

instantiating a work list object mavtainmg irformatuon on work items and nodes 
in om' workflow, vherem the methods of the work list doss obtain irformtticn on work 
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items and nodes in one workflow (see at least Figure 8, items 220-248, 149, 250-268; 
Figure 12; and related discussion in the specification; 9:54-57); and 

instantiating one work itemobjeetfor each work itemmonewirkfloui wherein 
the methak of the work item diss obtain information on work items fromthework item 
objects, wherein one w#k list objea identifies ote or rmre work items represented by 
work itemol^ects and^herem 

item (see at least Figure 8, items 220-248, 149, 250-268; Figure 12; and related 
discussion in the specification; 9:54-57). 

Claims 9, 23 and 37 

The rejection of claims 1, 15 and 29 and intervening claims 8, 22 and 36 
respectively is incorporated. Boden further discloses: 

puddmga workflow semce doss mdwdmg rmhods and objects topruude 
information cm workflow associated wth one workflow seruce (see at least Figure 8, items 220- 
248, 149, 250-268; Figure 12; and related discussion in the specification; 9:54-57); and 

instantiating a workflow senice object mtmtaimng irforrmtian on workflow and 
work lists for the workflow associated wth one workflow service, wherein the methods of the 
workflow seruce detain irfomution on workflow and work lists from the workflow seruce object 
(see at least Figure 8, items 220-248, 149, 250-268; Figure 12; and related discussion in 
the specification; 9:54-57). 

Claims 10, 24 and 38 

The rejection of claims 1, 15 and 29 and intervening claims 8-9, 22-23 and 36- 
37 respectively is incorporated. Boden further discloses wherein the workflow serves object 
indudes irfomution on associated workflow templates, wherein each instance of an executing 
workflow is instantiated from ore workflow template, further oorrprising 



Application/Control Number 09/894,076 Page 13 

Ait Unit: 2122 

proddmgaworkfl^ irformationon 
one workflow tenplate associated wth one workflowserdoe (see at least Figure 8, items 220- 
248, 149, 250-268; Figure 12; and related discussion in the specification; 9:54-57); and 

instantiating a workflow tenplate object mamtavnmg irfomution on one workflow tenplate, 
vhermi one or more workflow objects are associated wth one workflow tenplate object (see at least 
Figure 8, items 220-248, 149, 250-268; Figure 12; and related discussion in the 
specification; 9:54-57). 

Claims 11, 25 and 39 

The rejection of claims 1, 15 and 29 and intervening claims 8-10, 22-24 and 36- 
38 respectively is incorporated Boden further discloses <isherem the workflowserdoe object 
includes irfomution on cm or rmre associated workflowtenpkttes y ardvheremcmmethcdoft^ 
workflowserdoe doss is allied to obtain irfomution on the one or rmre workflow templates associated 
^theworkflowsernkE (see at least Figure 8, items 220-248, 149, 250-268; Figure 12; 
and related discussion in the specification; 9:54-57). 

Claims 12, 26 and 40 

The rejection of claims 1, 15 and 29 and intervening claims 8, 22 and 36 
respectively is incorporated. Boden further discloses: 

proudinga workflow wtficat^ doss irduding methods and objects toproude wforrmtion 
on wtfhttions associated wth cm workflow that generate a mtification if an action associated wth 
one work itemis mtperfornvdinaspea^ at least Figure 8, items 220-248, 

149, 250-268; Figure 12; and related discussion in the specification; 9:54-57); and 

instantiating cm workflow wtfkation object maintaining irfomution on one workflow 
notfimtion, 'wherein one or rr^ 
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one work list includes omorrmrnwjrkfl^ (see at least Figure 8, items 220-248, 

149, 250-268; Figure 12; and related discussion in the specification; 9:54-57). 

Claims 13, 27 and 41 

The rejection of claims 1, 15 and 29 and intervening claims 8, 22 and 36 
respectively is incorporated. Boden further discloses: 

prodding a container doss irdudingrnethods andobjeets topruddei^orrmtkn 
conttd(f containers used in workflow to transport data among the nodes, wherein the container 
object comprises an object that is used to transfer irforrmtion arnongthe nodes by enabling users to 
read and write data to a container (see at least Figure 8, items 220-248, 149, 250-268; 
Figure 12; and related discussion in the specification; 9:54-57); and 

instaritiating one container object rmmtaimng irfomution cm one container used in a 
workflow, wherein one container dyed is associated wth ore workflow object and one work item (see 
at least Figure 8, items 220-248, 149, 250-268; Figure 12; and related discussion in the 
specification; 9:54-57). 

Claims 14, 28 and 42 

The rejection of base claim 1, 15 and 29 respectively is incorporated. Boden 
further discloses wherein the dosses corrpise object oriented ddsses (see at least Figure 7, items 
148, 152; and related discussion in the specification). 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

15. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday- 
Friday 6:45 to 16:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Tuan Dam can be reached at (571) 272-3695. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications maybe obtained from either Private PAIR or Public PAIR 
Status information for unpublished applications is available through Private PAIR 
only For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 
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